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The U.S. Supreme Court overruled the Federal Circuit’s teaching, suggestion, and motivation
test as a necessary element in obviousness review of a patent in KSR Int’l Co. v. Teleflex Inc.
(550 U.S. 398 (2007) as being too rigid and overbroad. The jurisprudence of obviousness in
patents has a long history and the Supreme Court has been more consistent than the Federal
Circuit in requiring a flexible and broad standard that allows common knowledge as relevant
prior art. But the Federal Circuit has long been officially concerned with the hindsight bias
finding “good” patents void for being obvious. Circuit Check Inc. v. QXQ Inc (795 F.3d 1331
(Fed. Cir., 2015) is but one of the latest cases where the Federal Circuit appears to be vacillating
between such hindsight bias and the KSR Supreme Court’s holding. The resolution of the
concerns relating to the obviousness review of patents will require addressing the Federal
Circuit’s hindsight bias concern.
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?35U.5.C. §8101-3 9} 539 Al 20 = Al 13 2 A| 2.9,

SE3)1Y A 29 % A 28, o] w3 E3] 1 9] non-obviousness & -9} Al F-A 0 2 = ThE BLEo] §) o}

7H WA o 2= H] 53k “I]f the difference between the claimed invention and the prior art are such that the

claimed invention as a whole would have been obvious beore the effective filing date of the claimed invention

to a person having ordinary skill in the art to which the claimed invention pertains.” 35 U.S.C. §103.
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2. Non-obviousness 73 ¢] A 34

a. 1952 o] A

i. Thomas Jefferson

v S e Fhakah kel o) WA & wRaky] §)te] 3ol A ol o g
A g 717HEeke] 55 @S Rl Au] 5 A3 v =137k 1790 ' A€ gk 3
S92 frolatal T d el gato] %61—% ol g 4= glrka A eIt 1793
E3) 9 o] A x}e}ar &} Thomas Jefferson &' 5 3k whd of Al wk E3] A o] =4 @S
Agetolof gk FgstoAcka shek 2}, 1793 A E S HolE F @
wroll @hato] 5818 ol steti 2ol AAE L 3L Fo) @ ol st
588 Yol e & w3t

vl <, §2141, “Examination Guidelines for Determining Obviousness Under 35 U.S.C. 103, “Manual of
Patent Examining Procedure,” 8" ed., July, 2010 +%-.
> «“To promote the progress of Science and useful Arts, by securing for limited Times to Authors and Inventors
the exclusive Right to their respective Writings and Discoveries.” Article 1, Section 8, clause 8 of the United
States Constitution.
® Upon petition by an inventor or discoverer of “any useful art, manufacture, engine, machine, or device, or any
improvement therein not before known or used, and praying that a patent may be granted therefor, it shall and
may be lawful to and for the Secretary of State, the Secretary for the department of war, and the Attorney
General, or any two of them, if they shall deem the invention or discovery sufficiently useful and important, to
cause letters patent ....” Sec. 1, Patent Act of 1790.
Tnl YRS Graham v. John Deere Co. of Kansas City, 383 U.S. 1, 7 (1966) | 4] Jefferson ©] 1793 Patent
Act o] A AF2k3 QBRSO Lk, AR S-S Jefferson o] HA| 9] FR- G0 2 53] A4 0] 2]
ol ¥ o] alﬁ’b_ o ‘f’éﬂr?ﬁ of o] Wt X—M’J A Es A Ao, F I Q- Jefferson €] Qo]
oy ¢lthar sk}, E.C. Walterscheid, “Thomas Jefferson and the Patent  Act of 1793,” available at
http://www.essaysinhistory.com/articles/2012/115. Jefferson 2 % .+ @t o] cho] o & 7

oA AIRE, 1793 Rl o] T=A S A et A 1o gk ks o fdstA | A O]E]r_’
FAsA AL DS WA sl th. “Jefferso did not believe in granting patents for small details, obvious
improvements, or frivolous devices. His writings evidence his insistence upon a high level of patentability.”
“Jefferson saw clearly the difficulty in ‘drawing a line between the things which are worth to the public the
embarrassment of an exclusive patent, and those which are not.”” “Jefferson saw ‘with what slow progress a
system of general rules could be matures. Because of the ‘abundance’ of cases and the fact that the
investigations occupied ‘more time of the members of the board than they could spare from higher duties, the
whole was turned over to the judiciary, to be matured into a system, under which every one might know when
his actions were safe and lawful.”” Graham at 9-10.
® 1790 Patent Act = 8 27} @] F- G %HP%'— A VAN A AFME AEeH, 3ol
ol AESI 2 g0l Helah 58] Tt wS g o), FuEe] HEA AANE 5 YHA
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ii. Earle v. Sawyer, (1825)
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iii. Hotchkiss v. Greenwood, 52 U.S. 248 (1851)
Hotchkiss & 1841 \d 2] {5 (door knob)E =524 7} o} A7y
L (potter’s clay) = A 2}el+= Ao gk 53515 553132, 18451 535 &

o] & &0l 9lof, 1793 55 H & W A7}t o Aol Al A E A E Zﬂ%é}tﬂ ko] A1 A €]
B THeAE AES L, B W&ol tig e A ERle] 535 et T8k A=
Patent Act of 1793. 1793 53§ G A] 9 FF-7¢3o] 1™ Thomas Jefferson o] AAEFFE Hotol =
E35] HalagolA vart 5571 T 284 &3 1 24 (non-obviousness)©] §1thal U] -5-(defense) & <=
A= 2ol LgkE o] Il o} 1793 Holl & K] gk}, (“[Aln alleged infringer could show that
the invention was ‘so unimportant and obvious that it ought not to be the subject of an exclusive right.””) Id.
°1891  (Judiciary Act of 1891) A H ¥ Circuit Court #| #] o] A7}%] = Z+ th & FA= (& circuit
court o 97921 AV ) 2l A A 98 BN oA 0 WA G A 2
AskeioF gk, & 712 Story o #AFe] 2] <1 Mass. 9] circuit court ©] ARz o] T},
m“3°ﬂvﬂgﬂ“ﬂ4”ﬂﬂi AAjos 2 ol ~BER AZtE AL 44 B 5 glon
JEe i, AW B AWE 5 OIS ALR AT 5 Qov, ohaBE 432 20 47
AHE-E] 7] Al AFsESi

" Clapboard = 5= 3 94 Hol AA| sk gk U o=, of g e o] Beke] 7hesit. ol =
HEw o e} A 5o 423 TUe S e AR kAL gtk A A Wel A8-H = clapboard
=32y F49 2 X%]Z—}EM A& E

PAEINAE NEE SRR A SHE 21 A2 T ol gal 1 ¥ %] ek, Story #AL7} o] o
Y&t AFS 614 Fo Ao] F53a17] o] 8l FE % 9lt}. 1842 A7 (Howe v. Abbott, 12 F. Cas. 656,
2 Story 190 (D. Mass. Circuit Court, 1842)°l| A Story ZAFE 5 U3 7] A2 A 28 S =2 AFE-8E AL
wheo] ofujea 91 we) 587} ek a WA sl

B “If it is new, if it is useful, if it has not been known or used before, it constitutes an invention within the very
terms of the act, and, in my judgment, within the very sense and intendment of the legislature. | am utterly at a
loss to give any other interpretation of the act; and, indeed, in the very attempt to make that more clear, which is

express in unambiguous terms in the law itself, there is danger of creating an artificial obscurity.” Earle v.
Sawyer, 8 F.Cas. 254, 4 Mason 1, 5 (D. Mass. Circuit Court, 1825).
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iv. Colgate v. Western Union Tel. Co. (1878)
1838 \d A& 483} ¥ A Al(telegraph)2 7ol ut 5 Alolol] FaL A=

= A4dst7] el A Aoly a4 Aupyrel] Zolof sh= B ado
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1 «But in the case before us, the knob is not new, nor the metallic shank and spindle, nor the dovetail from of
the cavity in the knob, nor the means by which the metallic shank is securely fastened therein. All these were
well known, and in common use, and the only thing new is the substitution of a knob of a different material
from that heretofore used in connection with this arrangement.

Now it may very well be, that, by connecting the clay or porcelain knob with the metallic shank in this well
known mode, an article is produced better and cheaper than in the case of the metallic or wood knob; but this
does not result from any new mechanical device or contrivance, but from the fact, that the material of which the
knob is composed happens to be better adapted to the purpose for which it is made. The improvement consists
in the superiority of the material, and which is not new, over that previously employed in making the knob.

But this of itself can never be the subject of a patent.

Now if the foregoing view of the improvement claimed in this patent be correct, it is quite apparent that there
was no error in the submission of the questions presented at the trial to the jury, for unless more ingenuity and
skill in applying the old method of fastening the shank and the knob were required in the application of it to the
clay or porcelain knob than were possessed by an ordinary mechanic acquainted with the business, there was an
absence of that degree of skill and ingenuity which constitute essential elements of every invention. In other
words, the improvement is the work of the skillful mechanic, not that of the inventor.” Hotchkiss v. Greenwood
52 U.S. 248, 265-267 (1851).
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w9} Wrjo]l ™, Hotchkiss 22 M 29 A2 T3t &5 72 Al835= AF3lo]
OPHE‘r %%5}0% Simpson &] £3)7} & 8tttar HA s p
o] WA H A Aol = o}z 2 1 A (non-obviousness) o] -3k Wk © 2
Hol= OT(prlma facie case of obviousness)ol| &= @ & 7|71 3 A 2] o] 1} @ ] &+
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b. 19521 o] 3

i. 1952 539 4
Hotchikiss ol A AF-&% 71 2.4 (non-obviousness) 2] A&H7] Q1 “ek= 3k 7] %=}
A3pzra} adrgro] Y ebehA] ohar M EAkeldl 2L 719 a4 B 480l T UdHA
bl o Bkt o3 =S Adsr] flste] =5]=1952d 53 S
W shEA, R 8308 HAISE 3 AL, 5 B B o] T dGToll TAFshE Lt
714 ZHPHOSITA) Al Bt thd A B A o] F-Fslth= 7], ol & AF7HA
R FAE I Jok A2 N E 103 FollE A EA 2 9o vy 34, =

Lo

Simpson A o] A A1 A}F 8.7 el ©] 7 5to] 1867.5.7. 53] 9] 554 o] WH KT}, Simpson 4 &] 53]
UM E AE3Fa 199 370 Y o] o] Ayt 1867.5.21. 5 == LA WF Simpson A = oF 4 Al = 1867.10.5.
ZH o 2 A3t Colgate v. Western Union Tel. Co., 15 Blatchf. 365, 4 Ban. & A. 36, 14 O.G. 943,
Merw. Pat. Inv. 359 (S.D.N.Y., Circuit Ct., Nov 26, 1878).

16 «It is manifest, that the gist of the invention is the discovery of the fact that gutta percha is a non-conductor of
electricity, and the application of that fact to practical use by combining gutta percha, ... for the purpose of
conducting electricity along the enclosed wire. The point of the invention is not the mere mechanical covering
of a metallic wire ... as a mechanical protection from abrasion or injury from without, or for any purpose aside
from a use of the covered wire as a conductor of electricity. The claim is substantially a claim to the use, as a
conductor of electricy, of a metallic wire insulated by gutta percha.... The claim is valid, even though a metallic
wire covered with gutta percha existed before the plaintiff’s invention, if it was not known that guttra percha
was a non-conductor of electricity and could be used to insulate the wire. The use by the patentee of the wire so
covered to conduct electricity was not a double use of the covered wire, even though the covered wire existed
before, nor was it a use of it for a purpose at all analogous to any use before made of it, if such prior use of it
was not to conduct electricity along the wire, and if it was not before known that gutta percha was a non-
conductor of electricity and could be used to insulate a metallic wire used as a conductor electricity.” Colgate v.
Western Union Tel. Co., at 3-4.

7 Colgate, at 13.

18 «A patent for a claimed invention may not be obtained, ... if the differences between the claimed invention
and the prior art are such that the claimed invention as a whole would have been obvious before the effective
filing date of the claimed invention to a person having ordinary skill in the art to which the claimed invention
pertains. Patentability shall not be negated by the manner in which the invention was made.” 35 U.S.C. §103
(Patent Act of 1952).
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ii. Graham ¥4

1952 53| o] A e H o] % 15 sl 4, 483k 3 thH o] A2 Graham
v. John Deere Co. of Kansas City (1966)°] t}.” th# <12 1790 d 3 £35] ¥ 5-E, Thomas
Jefferson & A == o] o] Ao vt 535 & 3] §-3ta, ATl digh aot
71 HES H o dEH e ® WA 7] A= 94, Hotehkiss ] 22, 1952
E35] EﬂﬁL =39 % & HESY], 1952 ol Al = =% A 103 2+
Hotchkiss 2 7L o] 3 ¢] &S A 3FA] &1, 2318 L TS Y 3} (codify) 3
7 © & Hotchkiss ©] =] 7} 1952 1 £ o]@ A4 §asicra Basrgdet 2
) 912 % B4 (non-obviousness) & A= A o] % ] LA o] = A =
o =g wtsts g o o g2 thEol §lukar sl ek o 9] Graham 12
EGUHE 11+ A7) 9] 7 53] ol o gk Graham 713 *a% 4l o] Z~wff ul-8- B ekA <]
7H A E3 ol 3 Calmar A5 353 AL o]t}

mw

1. Graham N N NI 77
7.
AL A

EE 9] A}-go] By} FHA,
ol g 7f¢] A7) (plow) S EANE & LB A,
A7 7} E40] B85 WA, A7)
g3t 3ol 7t A, A7) 7t WA =
7d-5-7F A 2 A8 TE. Graham A &
A7) 7} ol FeAH, X = 3o B (e
P18 92 SYE AL FATe], L ha T PP
A7)(% =2 (Fig 5)°1 A 32 ol A] o
40 7FAN 7 A7) E 11 1 H) AA(H EHolA] 3,29 91 30)9 AR 92 23
T AET AX e g5 A7 E A(H =l A 64)= ﬂo} Aslo] x| )<
Aol = AX (A=W A 66)S AA3 AV 7F Eoll AW A= 2 Y
UA staL, =~ o] o w A7 7 A AR Fol A Sh= MRt & 1950

Jnventor

Williaim T&/-a/mm
" Feik bonres Wollin

(Ilwx ney \S

19 Graham v. John Deere Co. of Kansas City, 383 U.S. 1 (1966). *71-2 John Deere Co. of Kansas City v.
Graham, 333 F.2d 529 (8" Cir., June 18, 1964) ¢} Calmar v. Cook Chemical Co., 337 F.2d 110 (8" Cir., Aug 21,
1964) (rehearing den'd, Oct 9, 1964)71 S E3t3}o] #2381t}
20 “We have concluded that the 1952 Act was intended to codify judicial precedents embracing the principle
long ago accounted by this Court in Hotchkiss v. Greenwood. 11 How. 248 (1851), and that, while the clear
language of 8103 places emphasis on an inquiry into obviousness, the general level of innovation necessary to
sustain patentability remains the same.” Graham at 4-5.
21 «This is not to say, however, that there will not be difficulties in applying the nonobviousness test. What is
obvious is not a question upon which there is likely to be uniformity of thought in every given factual context.
The difficulties, however, are comparable to those encountered daily by the courts in such frames of reference as
negligence and scienter, and should be amenable to a case-by-case development.” Graham at 18.
2 Fig. 5+ =53] 2,493,811(5 = <: 1950.01.10), “Vibrating plow and mounting therefor”ell 3 3}
TS 2 Graham A 9] ‘811 53] 9] 7 A (specification)ol] 4 & #|F 0.2 A7 E o, A7) 7} 9
R2A) ~xYo] HE 1 A7k 97 ek Qe FFE HelFe B,
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‘811 5315 5533l 811 538+ A7 & AXdlol A= Fo] A 7]ofe
A8k A ATE. Graham A<= 811 53] o o] 7igk A 7| & Aibsto] wufjslar At
Graham A+ ‘811 £3] 9] A7 &
Az o] AAsk= B(D =82 (Fig 6)ol A
48)S A7) 912 W7 skal A7]e] AA= L

1
&\\\\\\\\\\\\\\\\\\\\\\\\ N

«//////////////4

A #HE WG =W 12E=57)0 AL
T ol AAsHA st o] = Qlske] A7) B
] vhR SV Fol AT
Tgste] 798 5315 5533 ETE

Graham ©] 7d 7§ A}<1 John Deere A}£] er S s,
AFO = A7) 15} 59 AL Gkttt
o - 5]-8-3F¢l o1}, Graham ©] ‘811 55 AR,

Al F 2 v sk Al g4 <l 24 9= 3-8l T Deere Ao 7] <= A= 1953 W
Graham 9] ‘811 53] & A A| 5= A 7] 2} Al 37 A A< Jeoffroy AFo] A 7] & Al 7ol A
el o, A A ES sl aL, o] & Deere AHY S AFA 9] HEE 9 25T
Deere AF2] 7| A= A A S 7N Eel= A o] Graham 2] 798 53 & H st =
AN EFAFA 2 A 22 A Fo] Graham 2] ‘798 535 & sttt o7&
A|E3k3 . Deere A= 798 & 53] 8.711& I 75 Al AIFo AAE dF
TR o, 71E 7e R AAE IR F XA AlFS AAtste] ekl
Deere 7} <798 551 & el al+= Al 7N A5 B A A Aol & g
7]13bE QFol| &= Graham Ak 798 53] & A Al sh Al -5 AAbekA] g aL AUt

rr

1A 2 (1963):

1419 91242 Graham ‘798 £3] 9] B E Q@ 710] 7|2 prior art o o] 1] A8} A L}
SANERLS A G, A s, BE 270] 3 7]E A Fol AHE FHSS
AATA =Y, 1 Q0] 3 AFo BT 798 9] 535]9 2y g Ao w
ALgE AL gtk HS AFEA T 14 M-S 7)E AlE 2} Bl uske] Graham 798
53] 9] A FS A7 9] 35 (pivot) B AAX7FA7] 1ol Qlof, A77F A2 FA L
3|5 2 Afo] of A7) 7} ol e ibek o & 9 (flexing) A A 7] Ad | o F-5E 2
npR 7t Zol = Aol whg o) @ Holghar dhaslith?® WAL o] A9 3=

2 Fig. 6 & 1| =1 53] 2,627,798 (5= <: 1953.02.10) “Clamp for vibrating shank plows”, Graham 4 2]
E3]o 2w =i o2 Graham A 9] 798 53] 2] 7f A (specification)ol] A -8 Al| o] 2}aL

2AER T, A7 Eoll F-2AH 2Z o] GFHHA AV AR e A S HAFE
=Sl

2 Graham v. John Deere, 216 F. Supp. 272 (W.D.Mo., Mar 18, 1963).

% «The prior art as a whole in one form or another contains all of the mechanical elements of the Graham 798
structure, and in a broad sense all of the elements are found in one single reference, the Glencoe clamp.
However, the particular arrangement of the elements disclosed by 798 is not present in any single reference or as
a whole.” Graham at 216 F. Supp. 278.

% «An improved functional result is obtained by the Graham 798 structure and the main improvement is due to
the particular arrangement of the shank in relation to the pivoted member and spring member which reflects in
downward flexing of the shank at the forward portion thereof alongside the plate portion of the pivoted member
and does lessen wear and tear to some parts of the clamp.” Graham at 216 F. Supp. 278.
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e 1A o] 7)E 7= ¥ 0798 of xfolefal A A gk A 7] ] flexing & A
Graham ©] o] 7] °798 &3] o] Wt )& 3} AFto] Qlvbal W43k W&ol n w3 7] 4%
T A B A7) 3150 A7) 91l A of#el A= 719 flex <F
Aol 9lo ™, Graham & 2 71 o] d k89 7] 534~ U 2] °798 E-3] 9] t) 3} U} &
A& 20798 o] TF Aol A °811 53] A|E 798 53] Ao wlRA xlo]= A 7] €]
flexing o] obd 3] %] 914 2 315 A A7) ] AAsk= g xfolghal
T4 3IAATE 811 53] Al Fol A= A7} 3 A 5E AdstHA 3| d5a
A717F 1= of YA gkar, o 180° A= v EF o] Fo] = A AdH &
Aol A oA ZHs}7] w0l A A AFEdSFoll A A7 313 5 A ALo]
FHARD 2 Qo] olof, mhR & o] A S X|RE, 0798 55 A Eoll = ol A7
Tl 719 A A F A g2 o] WA w71 A3 nh R g 4ol Al ghE vk al
SFITEE 11 4] 240] 917] Aell, Al 5 321 91 Graham 2] 798 5] 7}

Fa }E‘rﬂ 2 73‘8}/104”13129 oln} &= 1 AW o] 1ol Farste] °798 53] 7}
7hs2dol ATk 1L, $19 o] °811 55 9} 0798 5.5 9
}E«l Z} ] 1 Eﬂé}@ ‘1%3} Al 5 FAHL Y A Y& ol SR A g

$1°798 —‘21'619} 811 53] 9] 2fol+= A7) 9] 3] %2 A Afo] = A7 A7 <]
flexing o] #}= Y&}, 53] Graham <2Q10] Z12] 3k 7] €] flexing 2}-0] 7} 798 53] 9]
St Aol glvks TS & ol Fol o] a1 Ads Sdivke A
GE3517] o]y & Hol glon o] AL AL FASo] B sdo] B H AE D /)L
W82 AAl= ofalistar A=A 9 oS oAl 3ot BEFF 1AM ] o] 23t AE ]
ol g Ao TAE AR FA=ALE AR FAFH o7 AFH o] UA Qo F5-

%" «The differences between the Graham 798 patent and the prior art are such that the Graham 798 structure, as
covered by claims 1 and 2 thereof, would not have been obvious at the time Graham made his invention to a
person having ordinary skill in the art of agriculture implements and other related arts. It would not have been
obvious to a man having ordinary skill in the art to have taken certain components of the prior art and to have
combined them in the manner disclosed and claimed in the Graham patent. Even with the full benefit of
hindsight, it cannot be said that the Graham structure represents no more than skilled craftsmanship.” Graham at
216 F. Supp. 278-9.
%8 «“Moreover, Graham also testified in both the former and present suites that longitudinal motion of the shank
relative to the hinge member was at least an important part of this invention.... Similarly, in prosecuting his
new 2,627,798 patent application before the patent Office he successfully urged, in effect, that patentable
novelty and invention existed therein over his old 811 patent because, among other features, his different
method of attaching the shank in his improvement patent, i.e. its location beneath the hinge member and rigid
attachment thereto, resulted in a different mode of operation and distribution of stresses from that which had
precipitated an inordinate amount of wear in the old sliding pivot and fulcrum assembly of his 811 patent....”
Jeoffroy Mfg. v. Graham, 219 F.2d 511, 514-6 (5th Cir., Feb 11, 1955).
2 Jeoffroy Mfg. v. Graham, 206 F.2d 772 (5th Cir., Sept 9, 1953)°ll 4] A 5 3} 21 1S Jeoffroy ¢] 7]
Al F©] Graham 9] ‘811 53] & F &l st vhar 3t 3l ). Jeoffroy Mfg. v. Graham, 219 F.2d 511 (5th Cir.,
Feb 11, 1955)0l| A A 5 &4 ™ €12 Jeoffroy o] 21 A4]% ] ‘811 5381 & 35, 798 53 7} frasicta
a3l Th. Graham v. Cockshutt Farm Equipment, 256 F.2d 358 (5th Cir, Jun 5, 1958) ol 4| Al| 5 &4
HY-2 opA] g 798 531 7) f-ashrhar wslgl 2.1, Jeoffroy Mfg. v. Graham, 256 F.2d 360 (5th Cir,
Jun 5, 1958) °ll 4| += Jeoffroy & 7 AlF FA| ‘798 53] & &l gtrar B3l o).
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A9 a2 1A o] Al 5 P41 ] Graham "798 5310l thek 2 2} 9]

El 5 MU 71E AE] 7HA oy
58555 885kt Al 9 A AL ool G4
=

&} (combination) & 53] = 25 H 2750

B oo o &

ol

o
P~
it o
(o,
rlo
H

>,
L
(o,
9
0]

raham °798 53] = ¥hd 5 FoFe] Ant 7]

e} 2k 7 3 o A5gk A7) R
flexing = <4 0.2 A 7] 9] 3| xFo] A7) K} 9ol Avh= Aol A B8k et
Ao, o] A o] T JFol FTALSHE Atk 7] Aol Al FAgH Aol &
Aolgkal AEX| AL, o] g xpol= 58] 9] WA 90& TFA 7] A ghohar
dehat g vh ¥ 3kl QL discovery 34 ol A Graham ©] Deere AF2] A 7] 9]

312 (flex)oll th gk &+2l5 8.7 514, Deere ©= A 71 9] 3 A2 53] ¢ ko] glvkar
TSI o] & A 14 o] QI eHAA °798 535 xpA| ol A7) o] 2] Slol o gt
Aeo] §ls rF ol g, Graham o] A3 719] 3] 9lo] E5j #AH AT L 1A
S Aolgta aglvhE A, A7) fAdo] A9 oA} g H &St

% «[W]hen combination patent claims are under examination, courts should scrutinize them with a care
proportioned to the difficulty and improbability of finding invention in an assembly of old elements. To be
patentable, a combination of individually old elements must contribute something new; the elements must
cooperate to produce an accumulation which exceeds the sum of its parts.” [Citing Great A. & P. Tea Co. v.
Supermarket Equipment Corp., 340 U.S. 147, 151-2 (1950)], John Deere Co. of Kansas City v. Graham 333
F.2d 529, 533 (9" Cir., June 18, 1964).

31 «Here the trial court couched its Finding XV rather precisely in the statutory standard of invention found in 35
U.S.C. 8103, and found that the 798 Patent structure would not have been obvious at the time it was made to a
person having ordinary skill in the art. But, other finds of the court lay stress on ‘an improved function result,”
and nowhere does the court find any new or significantly different result. Seemingly, the trial court failed to
apply the more exacting standard which in our view is implicit in the teachings of the Supreme Court in Cuno
Engineering Corporation, supra, 314 U.S. 84, 62 S.Ct. 37 and Great A. & P. Tea Co., supra, 340 U.S. 147, 71
S.Ct. 127, and which we have applied in numerous cases subsequent thereto.” John Deere at 333 F.2d 534.

%2 «Fyrthermore, even assuming that the trial court’s finding of “a slight but significant difference in the flexing
of the forward portion of the shank that is not found in the prior art’ can be construed as a finding of a new
result, the court’s further finding that Patent 798 exhibits invention and would not have been obvious to a person
having ordinary skill in the art is clearly erroneous. The alleged patentable difference between the 798 structure
and the prior art lies in the arrangement in the 798 structure of the shank below the plate of the pivoted member,
permitting the shank to flex throughout its length and particularly permitting the forward portion of the shank to
flex downwardly away from the plate. ... [] Painstaking examination of the entire record, including the
testimony of the experts, convinces us that the changes in the prior art embodied in the 798 Patent involve only
application of mechanical ability, and that there is no adequate evidentiary support for the trial court’s finding of
invention.” John Deere at 333 F.2d 534.
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ArstaL slef, 7] ¢l 2 (flexing)©] *798 55 o] A =& W80l k=
AzEr= A4S oA R 1 AN FFo] ZA7) Quta et o

G798 59]7F R A o] flof Faztaeld 1] HE e
a}7] 8} 3 vt

H Y LS 798 E5] 2] B E @ 70| priorart o] 35 °798 £3] 9] Wb A F
o] ol o] AlZFo A Fof = A A A Foll BT EFHE o] 1o, 798 535 9 7] &
BAA T ek xo] W2 A7) 3| F o] A7) QW e of A A5kl vk
Aol o] 2 Qg A7) 9] 7] 5ol = o & x}o] 7} glrhar wkah i)
1A o] °798 o] 5 8 xfo] ol efar 2 A gt A 7] o] 3] ol tf e A= a4l o]
X]@%H}Q}EO‘ shA 141 o] discovery #H78 o A o] 1] A 7] ] 3] 9] 798 55 &}
b ko] 1Tkl Graham o] 14313l W o] o] & &Felek3 o, 12 3k W -&-©]
of A=A eFot, 7|9 F9lo] 798 5359 T otk axdo]l H 4 gt

2. Calmar 1
AL A
1950 =5 A 7bA] A S A= Ank ol 275 of ol 5 9l ),
AlzAbe 2 Ao FEZ FH7| 5 ASA e Zo] AFstdivh. anAs d5AE
w75 AA s Sl E AR ST 2y

FYF PN E AAS D
4=

ol 7} o] 2-7-7] 7} 3}

% «Appellants point out that, to the contrary, any flexing of the shank away from the plate portion of the pivoted
member would be in direct conflict with the claims which specify that the means connecting the shank to the
plate maintain ‘the upper face of the shank in constant continuous contact with the underface of said plate
portion of the shank attaching member. [cite omitted] [] It is also interesting to note that in the early stages of
this case appellees propounded three interrogatories under Rule 33, Fed.R.Civ.P., inquiring as to flex in the
shank of appellants’ accused devices. Appellants objected on the grounds that the interrogatories were not
relevant, and Judge Ridge — then sitting on the case — sustained the objections, stating: ‘These interrogatories
relate to a flexing of the shank of the accused device, and appear irrelevant since such a flexing is not a claim of
the patent in suit and Plaintiffs do not undertake to otherwise demonstrate the relevance of such inquiry.”” John
Deere at 333 F.2d 534-5. 1 AW A2 2F A oA FddA7F vkl Ao = 1l
¥ «“However, some of the prior art, notably Glencoe, was not before him. There the hinge plate is below the
shank but, as the court below found, all of the elements in the ‘798 patent are present in the Glencoe structure.
Furthermore, even though the position of the shank and hinge plate appears reversed in Glencoe, the mechanical
operation is identical. ... The mere shifting of the wear point on the heel of the 798 hinge plate from the
stirrup of Glencoe — itself a part of the hinge plate — presents no operative mechanical distinctions, much less
nonobvious differences.” Graham at 383 U.S. 25-6.
% Graham ‘798 53] 2] X = @ 7 o] Glencoe 74 A& o] o] &4 3}aL 913 0., Graham 798 &3] =
Z1E o] §18 Rk o}y 2}, Glencoe ©ll /17% sto] A 259 8.7 (novelty) = FSA7NA EskAY

o] = (anticipated) =] 7] = 537} wrald o globarte & 5= Q)
% “Graham raised at the Supreme Court only one feature as belng new — that the changed design of the plow
allowed for flexing of the entire shaft, affording a significantly greater flexing, thus shock absorbing capacity
than the previous design, the prior art, but this flexing feature was not mention in the application nor in the
lower courts.” Graham at 383 U.S. 23. “In fact, the trial court “specifically found that ‘flexing is not a claim of
the patent in suit” and would not permit interrogation as to flexing in the accused devices. Moreover, the clear
testimony of petitioners’ experts shows that the flexing advantages flowing from the ‘798 arrangement are not,
in fact, a significant feature in the patent.” Graham at 383 U.S. 25.
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BE712 FAo A X &L, SAES 2n| Aol A Al g-ehe S F-ak
5717 A | B fEsts B4, A5 AV FEHAY 5717 3RV =
St 59 A7 AL TE Scoggin Al = 7Y BEE =Yg, A5AlY
&S WA= Bl (overcap) g sle], 1o 3k 532 S=5¥eq0 0
Algh & 2370l AFAle] FF T wAZE AR, F

Scoggin A = =Y Al A 15 7)1 2] 53] claim =

Alz=st o, AAFEE claim 9] W-&-o] B &a1A] &7
prior art o] &7} W-&olgh= o] -F &E o] & EF 7] Zst it
A= N2 AZE3 4719 claim & 5=& 3] &319 o4, 1
claim 2] 4§99 E (1) FFA Y FE& WA sH7] 93
BRABA A A E AFEFA] a1, SZEY(rib)e] 55
AHE-8HH, (2) EE w7 ekl E A ié}x] L e
A3l th® Scoggin A o] E3 S Fu A H o= 4

o] &}= 2l o] & Ak [ 473%:2: o3l st=t] g0l 2
T Uk A Wl dY AMH FEZ BT 9 =Y
2 ol A] 24, 26, 28, 30,32 & 34 & FA|H o] Qi) A E
BEub7) (2 2 9] 40) = 571 9] F 3 head(= 2 9] 34) 2
=l 4 =13 Fo] AAH Y. AAH HEvl= HE o
Zre}(collar - == 2 2] 46, 52, 54) <} 2HE# (= 1 2] 50)
A Ale] &S WA A "k A A E Bsnbs) <] i

. AR \\\&
o & Wuprf o] S HEo A Fdea B 1olA

--u\ P
)
PN 42, N-—40
2l N
N
N &
I\~

e

141 M9 (1963): \ ~
141 ¥ 912 Scoggin E3] 9] ZF 2 2 (element) 7} prior .‘|1| IR
IR

art o] 2.5 =255 2.1}, prior art ol A] %ﬂ]ﬂ VNE2e

Scoggin 53517} el A3k AF A HE W & A H

BIL7) 9] 5kd BA| 2 S A kA B35} v 1 sF RO

H 2 Scoggin 537} 3189 2 7}A] wvg Aol F 2 H A

Aekel BB ok Wl 7} 1 & ks o ol
el A, Bomp) 7t Zetet st e Bl e H, Bavrhrt

Bgu]qﬁg} Z] Z:Q ;(] Olo].opj} X o) o] 7]-‘~ [ Xe) o7 2 H%EH

¥ U.S. Pat. No. 2,870,943, “Pump type Liquid Sprayer Having Hold-down Cap,” & ¥, 1957.34., =4,
1959.1.27. Scoggin A = 53] & & 712] 9] 3121 Cook Chemical Co. 2 ¥ =3} T}

% Calmar, Inc. v. Cook Chemlcal Co., 220 F. Supp. 414, 418 (W.D. Mo., June 19, 1963). Calmar A} ¢} Colgate-
Palmolive Co.AF= Z+Z} Cook Chemical A}2] Scoggin 53] 7} ¥ & 2} a2 declaratory judgment 4~%2S

A 78R, 2 AL 58] e] Fae] ol tisteint 12 Ao S Abd el

% «Moreover, those limitations were specifically spelled out as (1) the use of a rib seal and (2) an overcap whose
lower edge did not contact the container cap.” Graham, 383 US at 33.

%0 «Defendant’s patent is limited to the combination of the old sprayer with these modifications and additions.”
Calmar, 220 F. Supp. at 418.
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Aberel W o & <17 4= glrkar Stk

1498 9€ AAo] 5519 S20 BAZ AR 27b ) W AL F 29 A)
5517k 14 Aol o =01 314 231, Scoggin 4 o] A& AN 2.
71750 EA 2 ol A H o] g1 74 AR5l o] & o] A A AEE T
AL A AHeHA, B89 2 HAS 1AL B 7} -Fastttal deslol o
241 19 (A 8 gAY (1964)

F L 14 93 vh7EA 2, Scoggin 581 2] 7F 8423 prior art o A
F7 of Slo, Fold & AALSFE prior

FAZ dste e 240 5EF 28-S
art = $191.2M*, Scoggin 531 & AAISHE AlFol B Aol A o
:

BEsrdvhs 12 FA el 5519 1uAg S Aga

tH 12 Scoggin ] 53] 55 37g ol A Scoggin o] HAHEHI} 5359 M E
A gret7] = ol gk o] 4 Cook A= AR W 9] 9] &= A = flvkar

VA, 534 Al o) E SAR WYL AT 55 F SR AT AL
H5o] 5% i v sk ®

*1 «To me this language is descriptive of an element of the patent but not a part of the invention. Ti is too simple,
really, to require much discussion. In this device the hold-down cap was intended to perform two functions — to
hold down the sprayer head and to form a solid tight seal between the shoulder and the collar below. In
assembling the element it is necessary to provide this space in order to form the seal.” Calmar, 220 F. Supp. at
420.

42 «Although hold-down caps had been used for many years, their use on the sprayer was for a special and
limited purpose. It was employed in a narrow art, one pertaining primarily to the sealing, shipping and use of
insecticides by means of liquefying sprayers. [{] Several years of study and experimentations had been spent in
an attempt to solve this problem, designs had been submitted to the manufacturers and sellers of insecticides.
None had been satisfactory. May it not then be said that the design of a sealing element or joint that solved the
problem, although it was simple, would be new? Certainly it was new in the art which the problem presented.
... Itis my conclusion that the defendant’s patent is valid.” Calmar, 220 F. Supp. at 421.

8 «Factual comparison of the individual elements of the Cook-Bakan 2 sprayer unit with prior art would permit
a finding that its components are not novel per se — threaded over-cap depressing sprayer head (Lohse Pat. No.
2,119,884); complementary threaded collar (Lohse Pat. No. 2,119,884; Darley Pat. No. 1,447,712); space
tolerance between over-cap and container cap (Slade Pat. No. 2,844,290; Livingston Pat. No. 2,715,480); and
shoulder-rib seal at zone beneath sprayer head and above threads (Mellon Pat. No. 2,586,687). However, there
is nothing in the prior art suggesting Scoggin’s unique combination of these old features in such an assemblage
as would solve the production, shipping, and operation problems which for years beset the insecticide industry
as well as producers of other low viscous liquids.” Calmar v. Cook Chemical Co., 336 F.2d 110, 113 (8" Cir.,
Aug 21, 1964).

* «Not only did the device produce new and useful results in the more efficient and economical bottling of low
viscous liquids while simultaneously eliminating breakage and leakage during its shipment and storage, but it
enjoyed immediate commercial success from the public.” Calmar, 336 F.2d. at 113.

% The 2" element of the claim that there be a space between the overcap and the bottle, the court found that “In
assembling the element it is necessary to provide this space in order to form the seal.” “We are at a loss to
explain the Examiner’s allowance on the basis of such a distinction. ... Moreover, the space so strongly
asserted by Cook Chemical appears quite plainly on the Livingstone device, a reference not cited by the
Examiner.” Graham, 383 U.S. at 34-5. “We are at a loss to explain the Examiner’s allowance on the basis of
such a distinction.” Graham, 383 U.S. at 34.
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o 3 €2 Scoggin 53] <] Ur‘ﬂx | g ARQEel T8 A I prior z =z

art ol A o] §14 & ARE-3FA) 93t rib 2L E2 AL8-3o] = B2
Haupj=2 7Lr‘:’1_4 Balo] o] Zo] A MY G=S HFA] el :; ;7/’?
Ao A ATt XA 35t 53] prior art 21 Mellon 5351 (& &= o

I= s 2%3710 FEAGeNA AA o FE LT 13}1
BIE B3 BHEv/j(ed 3,28)9 Abgo] TR oA,
Mellon E3]ol| A= 9] A (£ 3, 31)E A}-8319th . sl &,
Livingsone 53](& =W 2)&= B Z 57| 7} ARE- 5 A oLoLx]
FAF FA L EA S AA) He] fEHGN N AA9] HEL
W2 517] 93 rib(= 2, 20, 21)2 AFE-3FE B Ens) 7} o] 1]
%7HQO41:}*7 2] A 5} o}

™H 1 prior art ©ll 4] Scoggin 531 2] W ARQko] o] n
TNE G om B A A ] Q1A E R =t
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NuA o A=

iii. Application of Bozek (1969)
A oF E3 g4 9 (Court of Customs and Patent

Appeals - CCPA)*-&- Bozek 710l A &3] Al A3} o A prior
art | %2} (common sense and common knowledge) 7} 3 &% ™,
Aol digk #Far7] 5 S A A EHA] ol Hrka gkt
iv. Inre Sang-Su Lee (2002)
Lee X ZUH 9| 75 B AW & AH&A7F ZU E ] 3t Eoﬂz~

TGN E HUA 2AE F e el U 55 & EYstsl oy, AAFS prior

%8 «At the latest, those differences were rendered apparent in 1953 by the appearance of the Livingstone patent,
and unsuccessful attempts reach a solution to the problems confronting Scoggin made before that time became
wholly irrelevant. It is also irrelevant that no one apparently chose to avail himself of knowledge stored in the
Patent Office and readily available by the simple expedient of conducting a patent search — a prudent and
nowadays common preliminary to well organized research” “We conclude that the claims in issue in the
Scoggin patent must fall as not meeting the test of §103, since the difference between them and the pertinent
prior art would have been obvious to a person reasonably skilled in that art.” Graham, 383 U.S. at 36-7.
471982 \d 3] 4 ¥ <) (Federal Circuit)©] 2

* Bozek & W 5] 7fg-o] 8o 9] tab —Zrtﬂ"ﬂ rib o th & lf*fﬂ £ S9skslad, A prior
art ol o] 131?5} sl dto] 7} go] Bold e &= F U)o UL, Bozek o] T % 71E rib &

787 9] tab 7HA] A8k Aol etH, o] = A S| AukA T)@ A} ) A ol o Aste] A 7HE
o Ao thet Fuxtag S XA sk QU glrkar 5T} “Itis obvious, we feel, that Henchert was
cited ... to show lack of novelty, per se, in the concept of extending a rib (which we consider to be, by nature, a
reinforcement) through a tear-out portion of a can top. Having established that this knowledge was in the art,
the examiner could then properly rely, as put forth by the solicitor, on a conclusion of obviousness ‘from
common knowledge and common sense of the person of ordinary skill in the art without any specific hint or
suggestion in a particular reference.” [cite omitted] Application of Bozek, 461 F.2d 1385, 1390 (C.C.P.A., Nov
6, 1969).
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Lee ¥ = 53] 93] o] FAo] £l 53 A astoh

rJ

FAUAE 55H 9 Hre) =8 d 2AE 7AYo= A3} sho]of 5},
AR Bk DAE M FAE FA A o & W Alsho]of ghr}al gl T)h
gAML ARA ek BS sk A9 priorart o] T W o] th3k =3,
71U Al (TSM)= i‘r"] slooF 3, TSM & &<16kA] il Rl KA o] F-=3oh&
AR 537 Fadta drdshs A2 0y o] Sy yj&o] QA A B
213+ A (hindsight) €] H o] FFalrta A& TE? WU Bozek & ==
Aol TAE AT 5= Avk= Alo] ol L, SAAEE A 8= o A=
2] g-3k = Qlth= Aol gl Bozek o B S A 38} v

v. Inre Kahn (2006)
Kahn % = A 2+ 3ol 01 58
J&F k. Kahn # 9] 3] A1 2o d &
Fol, 5 A7} A4 s}% Aol 9 ol Bge
2= 71 3h Sl A3 47 o] A9 AE §oko] WA S, 74 297 9

4o O >
rr o>
ol

B>

% “The conclusion of obviousness may be made from common knowledge and common sense of a person of
ordinary skill in the art without any specific hint or suggestion in a particular reference.” In re Lee, 277 F.3d
1338, 1341 (Fed. Cir., Jan 18, 2002)

% «For judicial review to be meaningfully achieved within these strictures, the agency tribunal must present a
full and reasoned explanation of its decision. The agency tribunal must set forth its findings and the grounds
thereof, as supported by the agency record, and explain its application of the law to the found facts.” In re Lee,
277 F.3d at 1342.

51 “The Board’s findings must extend to all material facts and must be documented, on the record, lest the
‘haze of so-called expertise’ acquire insulation from accountability. “Common knowledge and common sense,’
even if assumed to derive from the agency’s expertise, do not substitute for authority when the law requires
authority.” In re Lee, 277 F.3d at 1344-5.

52 “When patentability turns on the question of obviousness, the search for and analysis of the prior art includes
evidence relevant to the finding of whether there is a teaching, motivation, or suggestion to select and combine
the references relied on as evidence of obviousness.” “Our case law makes clear that the best defense against
the subtle but powerful attraction of a hindsight-based obviousness analysis is rigorous application of the
requirement for a showing of the teaching or motivation to combine prior art references.” [citing In re
Dembiczak, 175 F.3d 994, 999] In re Lee, 277 F.3d at 1343.

%% «Bozek did not hold that common knowledge and common sense are a substitute for evidence, but only that
they may be applied to analysis of the evidence.” In re Lee, 277 F.3d at 1345.
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TEAY] FAAS AAs A 02 QA ek Al 2~F o] UL, Anderson 4 o] 58] +=
MEE B tho] 2 9Jo] F21= A A~ "lo] 71313 Th. Stanton A ©] 53] 31H
T T 4 1E A5 g 29 AE A8k AL A YA E AR
U] T Al ~"S /)3T Stanton A 9] 58] & wd Al ~Hlo] 1hdgk A
SEIAZAE T 5 drkaL AFEA ek

Kahn ¥ = AAFES] AA ol o gk o] o] 217 & 19l oL, 919 3] = Garwin 2
Anderson o] 53] 7} =5 2F0] w2 )& AFESt] A =S St Al2ES 7HEA

.

_l

il

=
=931, Stanton 3] 7} 2 391 2~ H @ Q. A|2Ele] AL stE A F, ol=
PHOSITA ol Al Bg gk A h=o]ehaL dste] Aabke] 242 A3l
Kahn A= 91 93] o] AehS 3F 4381 1, B4 AL 9] Inre Lee Ao A

e A Aggt
A2, S 53 A 3|7t - wgol] MR A o] 3ot Beks sk 49, i
PHOSITA 7} o] Al 8 A1 9 prior art S A 8138} 2L 2§ alo] #H& Wk o 3 2 ¢t

Tash = S e=AE A et of stohal WA skt HYS 55 f193]7t
PHOSITA &f #& ' 3} 5 U gk 3 4 - Zhol] Al ¥ += -5 7] (motivation),

9FA] (suggestion) B+ 7F2 % (teaching) S A 3l#] ko, 193] o] A2

Al & W& Graham

_H
=

45 =
O Y= o] 218 hindsight 2] Aol tj gt -2 & w3k thar 319 2.1, Graham
O Y2 whed] o] glokar A g o] 7 9o 2 of| 9] 2 0 2 A e 4] 9
AF, o) o129 FA) 5 9] secondary factor = 7 &2 KA o] Q1A= I= glr}=
AT 3l Wolt}h =, I U-E hindsight o] $13 42 1A I AW R E
ARA BE B4 3g ol hindsight = WAl e = A= F7F 2708 873 A o] o]z},
ZIE Ao gk 1 2F ko] Q& o] %, 1k A Yol g2 4 dds T AE
A4 Foln), 1y, 55 AU oyl gy Al A
stofjalo] e M EA F-5of gigk dhtoe] 9l7] doll, TSM &kl A A, 53] 7] 54

* In re Leonard R. Kahn, 441 F.3d 977, 981 (Fed. Cir., Mar 22, 1006). +71-& 1996 1 =<4 of| tf &t
HAToI Y, 2 EUA 1989 A FAE AAA O] A A Ao, 55H 3= 2 dH

t3ted 31 o] 7] 2F A& 3Gt Id. at 982.

*In re Kahn, 441 F.3d at 982-3.

% «In practice, this requires that the Board ‘explain the reasons one of ordinary sill in the art would have been
motivated to select the references and to combine them to render the claimed invention obvious. ... [T] When
the Board does not explain the motivation, or the suggestion or teaching, that would have led the skilled artisan
at the time of the invention to the claimed combination as a whole, we infer that the Board used hindsight to
conclude that the invention was obvious.” In re Kahn, 441 F.3d at 986.

> «[Secondary considerations] may also serve to guard against slipping into use of hindsight, and to resist the
temptation to read into the prior art the teachings of the invention in issue.” [citing Graham, 383 U.S. at 36] In re
Kahn, 441 F.3d at 986.
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A& Q7S HALE® Gy o] o] F A hindsight o o} & $-2 5 2 2}
sl 13} Mekwbge] 7102 845}o], hindsight &) A0 <15k 0 7o)
type 1 error — false positive)S = At & 5 A RE, 71 ¥ 2 hindsight ©]
Aol §le Ao E vrd] 1AHY B 539 #4179 =271 =53 A Y
= priorart ©f 7] Soll 25 A 2 A4S AR ST o wite 2 R A&
0143} Al 5] &= AF3H(type 2 error — false negative)©] BHA gt <= 9l t}har s}zl T},

FaH A EdolA 55 A9 437t A L 9 prior art o] SR8k
TSMol| A4l A A5 &5 FHxs 7] wjwol 1 A& stab7) flvkar
=4kt

<L =

vi. Dystar Textilfarben Gmbh & Co. v. C.H. Patrick Co., (2006)

Graham t*H ¢ o] A7 o] 9, X B A ekt of] %25 prior art = Q14 sh+=
St 5383 %] 2] 5 7w g B dA el 77} = prior art & A1 5}
AR A 3‘3}” WEel BA S oY Ae 24 klvh 2005 FAH A
KSR 7% 4] #+& PHOSITA 7} TSM ol th & 4] 241 ol 52 & = Al th
TFAHQ TS AN A G AR A o] FEFTE 14 BALS sk
val= daql el B E8-stal thH ol Gas A7Iek =], o ol A
EE sUskA S HEA A = o] damdo IR HE
Aolebs o152 k9, FaYAE 18 TS F AR Aol

be wge nolv,

S 2 B o] 5= A7 o] Dystar 71% 0]t} Dystar = v &
1Y 3L (leuco indigo) ] 3 AAHE- A ol thjE 531 9]

= Fasta ok a$S AVIsklvh dHas ¢
wof gkow, iYL 4Tt a24d o] of] o] A,
AbE-E7] el MA A g5 Qtals Artetal 18 S G
g AL, T3 Q) S} ek oha) Qlt 3 A W atets) oo,
T AT I A F ZA AFE I Qe ol e A gk $70
A s o] of g},

T3 QY are 2 7kA W o= AJAkeE 5= 9Lt} - hydrosulfite reduction ¥ 2}
catalytic hydrogenation(Z 7l <=2~3}H)%H o] 21 th. Hydrosulfite reduction & <1t 115

iR
o
|
E
o
ol

[>
o

>
i
2
_1
b
Rl
o
(N

A Eok 1 o) Az}

Brofodm oo

ﬁ rﬂd
=
N
2

%8 «By requiring the Board to explain the motivation, suggestion, or teaching as part of its prima facie case, the
law guards against hindsight in all cases — whether or not the applicant offers evidence on secondary
considerations — which advances Congress’s goal of creating a more practical, uniform, and definite test for
patentability.” In re Kahn, 441 F.3d at 986.

¥EF PN AL 19829 CCPA 9] AL FAEHAA 58 Aol dle Faae
ANz e gAY =2 1966 W Graham o H ¥ o] # o] & CCPA ] & & >33}
3 €] prior art ol “gAE& 1A= RAS A FH8HAAT

% Teleflex, Inc. v. KSR Intn’l Co., Case No. 04-1152 (Fed. Cir., Jan 6 2005). - 7S ot ¢l o] 3k 9] 9
BAE 7|7 o] 5 A RAL] A E Gt g A Ao V| F o mrt EAfgt)

81 Dystar Textilfarben Gmbh & Co. v. C.H. Patrick Co., 464 F.3d 1356 (Fed. Cir., Oct 3, 2006). KSR th¥ &
Dystar 713} Alza Corp. v. Mylan Laboratories, Inc., 464 F.3d 1286 (Fed. Cir., Sept 6, 2006)<- ¢1-& 3} A]
KSR &2 91¢] 228 TSMtest 7} 53193t i3l 99| wheloh 4355 1, §1 2 719] 513 TSM test
Gy gle] gl A gaha Ad el £ e 52 a1Iek [oh el KSR 7 22]
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= 3} sodium hydrosulfite 2} sodium hydroxide ¢} #-2 42| A 7S 4o 3

oIt E AAFsaL, E vl =43} WHH & sodium hydrosulfite T2l 7]l =45
/‘Pﬁé‘}‘ﬂ T3 Q1Y E AAtet, 2 W o= AARE T 51 QY] Aol = Zfo] 7} glth.
o, = H FastiHoR R JAYIE AitetE A5, FEZJAYUZE €A ()
U= Aoty aA s} g 51 Q1Y aLol| (2) F o e A Y s,
S WA 7 o] A A%, F T S AATE Dystar & 53]+ Zuj
o H @) Azt 2 (2 Y AAE Befeta

F Y i E
T3 A IE AT FA] 18 Aol A FHE

L.

¢

O

1A AF ol A= Dystar ¢] 530l K AJo] I o] fFasty, ¥is 1
5515 Hafietivhar vl € o] deko] Q1A H AT

FAHAE 539 BA o F-9o] wido| =479 Ak HAg o] ok
AT o= (1) priorart o] W 9] B, (2) ¥ 53] T
art ] x}o], (3) PHOSITA, (4) o] x} i 2] A}3) (secondary factors).®® 3} H &
hydrosulfite reduction W 0. &2 A Ake F3 AU E A 3}&}A] ¢kl SA
A AT o] Ab-g-3F= WAL priorart of] YA A= 2}01 oP %HOWM
AHA AR = Zn) 5243 vH o 2 AALE 23 2t}

H i
il
l_.
é
o [l
ol -
ﬁ
O
ﬁ
k
AN
l

%413 A o] A}8-31i= Zlo] PHOSITA ol ] W18}l =77} %XMﬂﬂh P,
P ge B A Bl 537k A Aol td 7] %ol 7] w o] & A

PHOSITA = H A x79 AMatA4g L AAs 4= 9= 7| & A el doksla,
F2aH U] TSM test of] o gk 74 AU &-of] o &t n] 3t 474644 o] A
2 g5 ojok 3t a4 3t th F A AL TSM test 2] 228 hindsight 8 71 <
W2 817] 93 H A S A WAl ek, o 1 test = 74 A B_Zj(l’lgld categorical
rule)o] 0}14tt] I test o] 571, }E?ﬁ, Ok 9] AT ALY A FA|H o=
g A= o] lofof ah= A O] ofm, AR o] Aol = @ o] 3| 43t} sk
A AA o] WEE ] Y& = Jrha G2l etk

62 Dystar, 464 F.3d at 1358-9.

% Dystar, 464 F.3d at 1360.

84 3} 2~ %1 912 Federal Trade Commission ] “To Promote Innovation: The Proper Balance of Competition and
Patent Law and Policy,” (2003) 2} Nat’l Research Council, “A Patent System for the 21% Century,” (2004)=
Q1-8-3}%1t}. Dystar, 464 F.3d at 1365. FTC = 53 &t A o] TSM test 7} & 8} tfaL Q17 3FH A,
PHOSITA7} W@ 2 317 2k 74149l 5718 2 ahel Q145 Sa] 50l A4 24 a7 2 %
ATt 7 A o 2 vl #akSlth (“The ‘suggestion test” thus asks a helpful question — that is, to what extent
would the prior art ‘have suggested to one of ordinary skill in the art that this process should be carried out and
would have a reasonable likelihood of success.”” ... Requiring concrete suggestions beyond those actually
needed by a person with ordinary sill in the art, and failing to give weight to suggestions implicit from the art as
a whole and from the nature of the problem to be solved, is likely to result in patents on obvious inventions and
is likely to be unnecessarily detrimental to competition.” at 12.) Nat’l Research Council < | <+ &-4H ¢ 9
FAE Aske] Audo] HH3 wrdo] 582 4 55 vk vlwo] Yk wizellvt. (“Some
critics have suggested that the standards of patentability — especially the non-obviousness standard — have
become too lax as a result of court decisions.” at 3.)

% «In contract to the characterization of some commentators, the suggestion test is not a rigid categorical rule.
The motivation need not be found in the references sought to be combines, but may be found in any number of

sources, including common knowledge, the prior art as a whole, or the nature of the problem itself.” [cite
omitted] Dystar, 464 F.3d at 1361.
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% 3} 211 21 In re Dembiczak, 175 F.3d 994 (Fed. Cir., 1999), sz v. A.B. Chance Co., 234 F.3d 654 (Fed.
Cir., 2000), ¥ Inre Lee, 277 F.3d 1338 (Fed. Cir., 2002)2] ¥+&| & 9133}3I o} Dystar, 464 F.3d at 1364-7.
%7 «Indeed, we have repeatedly held that an implicit motivation to combine exists not only when a suggestion
may be gleaned from the prior art as a whole, but when the ‘improvement” is technology-independent and the
combination of references results in a product or process that is more desirable, for example because it is
stronger, cheaper, cleaner, faster, lighter, smaller, more durable, or more efficient. ... In Pro-Mold & Tool Co.,
Inc. v. Great Lakes Plastics, Inc., 75 F.3d 1568 (Fed. Cir. 1996), ... [w]e stated that ‘we start from the self-
evident proposition that mankind, in particular, inventors, strive to improve that which already exists. We
require no documentary evidence of motive.” Dystar, 464 F.3d at 1368.
88 «Qur suggestion test is in actuality quite flexible and not only permits, but requires, consideration of common
knowledge and common sense.” [emphasis original] Dystar, 464 F.3d at 1367.
89 «[O]ne can assume comfortably that [aPHOSITA] will draw ideas from chemistry and systems engineering —
without being told to do so.” Dystar, 464 F.3d 1370. " 12 Dystar 7} Al A gk 2 2} 871 (secondary
consideration) & ©] % 2. 8}#] Fthar B3
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Engelgau 53](& =¥ 2 #x)+ #dlH (=
2 9] 14)9] Y X = x}A|(=4 2 9 20)0] H]| 3}
U A (=T 29 62 Dol A gF = =)t
T A3, AT H S BrE ) S| A FH (2 2 9
20)S TR Hd ZE(2H 29 14,62 5)°]
slAstA et g BEe A4 EE S5k
A7l N5 5 A PEEZHAA Bl 29 A =
H 2 9] 24)0l] AA = o] XA (= 2 9]
20)°l] F-2t¥l Bk (= 2 9 18)0] A X F o},
g ©] Engelgau 58] & A Al
Aol = HEW A FRAIRE, KSR & A4 3
H A E 0] prior art 2+ 214 3+ Asano 53] &= 1991
Exon, Jdy AJIZEELHE Ao &=
Asl= Al 2~Elo]L}, Engelgau £3] &} 7o
A xpo] vtke] 9 2o e} ¥ LG9 A &
ZA7Vs 8k sh Al =El ol th(obe & =1 3).
Asano 531 9] 442w E9 X 9} A7hglo]
HGS AL-g o L3l glo] FUsh=
Holth. Asano 53]l A A7 d (R
39] 39)= wrow, HEg2 HFH(= 39 6)=
SAHOE 3| dstHA Bepl(E=H 3 9] 18)=
A Ao 5 (= 3 2] 26)% HolA
AXZEZ dAg A AHE B A Hrt
Asano 53] of| A -7z} o] o] 9] x| o w}e}

HIEYAE - = AL A =l 3=

J{m
O

Mo rR off o

SERTE A kAT, 2pA o] F-2HE B (e
39] 2)¢} o] ApA e F-2HH A3 F BEO

ZAAN(EH 39 34} AAE] ~23F HEY
2455 =9 Hdd F2e 48 2=
3] 12)ul ] AL] A E A 3HA =Hof A

=3
14 99l (2003)
Engelgau 53] 2] =% A A4S B-f3FaL Q1= Teleflex AF= KSR AFE] A 3&0]

=
Engelgau 531 & &l stt}al 4%

S Al715kA e 14 H Y-S KSR ¢
=2 FH(summary judgment) & & WolEo] B W o] 2K A o] JE3e] B35 7}

adta B8kt
1AHY S FAHA ] Fe & 483510 4 714 34 ] Graham A EE
AHE 2 AEste] AA s
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(1) Prior Art:

1A H -2 prior art 2 9] Asano 53], Redding 531, Smith 53] 2 4 7] ¢] t} &
53] 5= Engelgau 53 ¢} 5 st ok priorart = Q1743 53], Asano 53]+
AAF 9] 2] o] Abg-2]ol = Engelgau 53] 9] 2B 218 £33 Aoz ks
Teleflex <= Asano 58] = =74 1 &9 x| o} Zaglo] Ao AHeA Do’ s
A 8t= - A& | 243l aL, Engelgau 53 = 71E 914 24 E
bskar, A sk, w7 A AL, 25 el ZHARE 2ls A 0= Shal gle] prior
art = AA Y 5= otaL skl oy, M2 B 5389 priorart = (1) 5 L 3 okl
&8z 71 7= 3 (2) 3L e oprt by H 2, 31175“5 DA} 8= A oF FH AL
|sol s Adtarz} sz Al 7F #hdo] Lo, 1 Al Vs
Bt Asano 53]+ Engelgau 53 9} 5%? %"J@] &3t7] woll, 2 5387
e Ast iz} eb= LA 7F E Dok FAAY FE o] A il she &= prior art o]
EotE YL Sk AT

Redding 53]+= Engelau 53] ¢} 5 U 3H Al - 2;2] o] 91X Oﬂ w}a} Jﬂ
A U b, A=A E 2kl o, HE %l
AA] ar, Hge] x| 2ol et 24 o] = x}o] 7} i Smith
A7) 2GS H 2o 3] A ZFol] AAE L 2}A o F-2eh=

(2) PHOSITA.

PHOSITA = 2p& 4} g Al 2= "lof] th gk =] 2] o] Q1= 7] A58t 9] ShA}
B AN S 19 TU e A9 BgAp) o skl k.

(3) Prior Art £} # & £3]2] 2}0].

1AM 9E Asano 531+ Engelau 55 ¢ A9 2] & Al 9] v 4] 8.7

M

N

(!

D55 ¥stkslar Qlupar ksl st} Teleflex AF= Asano 53] 9F Engelau 53] 7}
3| trE kol FA5FA A v H Y-S Engelau 53512 Zdl el /\135 Teleflex 7}
5331 e] o] Holetar Faste= (HHA, A7, Fwe v E 2 dA R
gk Ugo] glom, S el 23y 2 81 IAE MBS ddsh= Ao

70 «As the Federal Circuit explained in In re Wood: ‘The determination that a reference is from a nonanalogous
art is two fold. First, we decide if the reference is within the field of the inventor’s endeavor. If it is not, we
proceed to determine whether the reference is reasonably pertinent to the particular problem with which the
inventor was involved.” Thus, an inquiry into the problem facing the inventor only arises if the alleged prior art
is not within the inventor’s same field of endeavor. Furthermore, if the alleged prior art exists in the inventor’s
field of endeavor, it constitutes relevant prior art ‘regardless of the problem addressed.”” [cite omitted] Teleflex
Inc. v. KSR Intn’l Co., 298 F. Supp. 2d 581, 588 (E.D. Mich., Dec 12, 2003).

™ «The Redding patent discloses an adjustable accelerator pedal assembly in which the accelerator pedal arm
slides back and forth along a guide member, but in contrast to Asano and the patent-in-suit, the accelerator pedal
pivot moves during pedal adjustment. ... The Smith patent discloses an electronic pedal position sensor attached
to an accelerator pedal support bracket and engaged with a pivot shaft. During the prosecution history of the
‘565 patent, the Patent Examiner held the combination of Redding and smith to be obvious.” Teleflex, 298 F.
Supp. 2d, at 591.

"2 «plaintiff’s expert ... argues that ‘a person of ordinary skill in the art would be one with an undergraduate
degree in mechanical engineering (or an equivalent amount of industry experience) who has familiarity with
pedal control systems for vehicles.””
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71 EAEE A 24 HlE A 2" AR E TS
E} o] &= TSM test ol A Q17 31 &A1 & A AAA ZH-E 7]E EA)
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sholhar S8 S 71761 S =, Engelau 44 71 Redding
3 | ZFA o] i B o] QA ke A& A Aslo], 71 Aol H &
Engelau 535 & gk ATt A 4k, A AFEo] Asano 53] &

3l thd, Asano 53] 9F Smith 53] 2 <7 2 Engelau 53] 2] X B AJ o]
= }DPL AAsk S AolebH, o] = U Engelau 53] 9] B A F-SA &
= 2l eka A A sk
(4) Secondary Consideration.

Teleflex <= Engelau 53] & A A ¢k 7| g A| =815 15 Wy dof sl glohy, o] =

Aol A o] A e sk, REeF Engelau 53] o] XA F-holl o 3F prima
facie 5ol A HEHJATIAL st &, L& Fled vbgk A7 dvhal F4sk i
Tevh HYE s FAV W, A Sl ad 538l o g S
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" «“The Court finds little difference between the teachings of the prior art and claims of the patent-in-suit.
Asano teaches the structure and function of each of the claim 4 limitations, except those relating to an electronic
pedal position sensor. ... [] Plaintiffs argue that Asano is vastly different from the patent-in-suit. This may be
correct observation based on the preferred embodiment of each patent; however, none of the structural features
asserted in claim 4, with the exception of the electronic pedal position sensor, result in an invention that is
structurally different from Asano. As Defendant correctly points out, it would be improper to import extraneous
limitations from the specification of the ‘565 patent to avoid a finding of obviousness. ... [] The electronic
pedal position sensor asserted in claim 4, however, is fully disclosed by other prior art references.” Teleflex, 298
F. Supp. 2d, at 592.

™ <t is undisputed that in the mid-1990’s more cars required the use of an electronic device, such as a pedal
position sensor, to communicate driver inputs to an electronically managed engine. It is also undisputed that
adjustable pedal assemblies have existed in the art since the late 1970°s. clearly it was inevitable that adjustable
pedal assemblies would be joined with an electronic device to work in conjunction with modern electronically
controlled engine. ... [] The incentive to combine prior art references can come from the prior art itself or be
reasonably inferred from the ‘nature of the problem to be solved, leading inventors to look to references related
to solutions to that problem.”” Teleflex, 398 F. Supp. 2d, at 593-4.

" Teleflex, 398 F. Supp. 2d, at 595.

"® «Commercial success, however, ‘is relevant only if it flows from the merits of the claimed invention.” In
other words, the party asserting commercial success must prove a nexus between the commercial success and
the claimed invention.” [cite omitted] Teleflex, 398 F. Supp. 2d, at 595.
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7193 S AR Asano ¢ Smith 2] 71 7S TEEE I S Al ot
Bt Aol glol A ¥E A9 S sk TS dande
PHOSITA 7} & 5817} s A3kl a1 3k &A1 5 A 3hA] ohj et w4l &
s A3t = priorart & TSt #HH E5]9] TAE MEAT AS AS3E A

hindsight ©] # 7 o] g} 1 A g5} v}.™
Fade 14890l 53] A o] Redding 53] ¢} Smith 53515 <712
ARG F-59] A= Engelau 5315 7] 7H8F A AR B Asano 5315 < kthd
22ROl Engelau 531 555 5] 85k &%k Aolghal A5 A vaetu A
WS AR AA S S50k REsh= A2 FAAsGa etk WAL 1
AR 5ol 9lof 1AW o] S2A] o]

o] 9ol &= ROk 2o A Z7ha Bhel o of
RA sl ckn sl 1419 9o AL o)l
ol H 2. (2007)

HH A2 olw] A 7|e5S THS Az dE I 7]=9] 75l
Hekglo] ©es] Fhe Aol Lol g 555 TE3Th, ojv] Ee <4l
7lwol gt S AS AASA H oL, AR 7 AR S ¢ e Al S FAaee Ayt
B gThe, v E 3 ol Y3k 58] 52 o) o Wado] Ay e
50 W 7ke] Tellol 4] FelAtgo 2 AFE| gl om, A% Felvt B astrin
AR R R

2 CCPA 7 XA of -5 ddahs Aol TSMtest S 2=
B4 0w AL 2 Te %S test 7} insight & AT 5 vk dekaiele. el

Rinight 143 S 22 AAska AAY adow 4§ A, 2k

" «“This is because the district court invalidated claim 4 of the ‘565 patent on obviousness grounds without
making ‘findings as to the specific understanding or principle within the knowledge of a skilled artisan that
would have motivated one with no knowledge of the invention to make the combination in in the manner
claimed.”” Teleflex, Inc. v. KSR Int’l Co., Case No. 04-1152, at 10 (Fed. Cir., Jan 6, 2005) — - &4 &2
HAE O QIGH A= ot H M, ded] Ao 7| Fomnt E AT

"8 “However, the test requires that the nature of the problem to be solved be such that it would have led a person
of ordinary skill in the art to combine the prior art teachings in the particular manner claimed. We have
recognized this situation when two prior art references address the precise problem that the patentee was trying
to solve. In this case, the Asano patent does not address the same problem as the ‘565 patent. The objective of
the ‘565 patent was to design a smaller, less complex, and less expensive electronic pedal assembly. The Asano
patent, on the other hand, was directed at solving the ‘constant ratio problem.”” Teleflex, Case No. 04-1152, at
11 (Fed. Cir.).

™ «For over a half century, the Court has ehld that a ‘patent for a combination which only unites old elements
with no change in their respective functions obviously withdraws what is already known into the field of its
monopoly and diminishes the resources available to skillful men.”” [cite omitted] KSR, 550 US 398, [11-12]
(Apr 30, 2007).

8 «\When it first established the requirement of demonstrating a teaching, suggestion, or motivation to combine
known elements in order to show that the combination is obvious, the Court of Customs and Patent Appeals
captured a helpful insight. See Application of Bergel, 292 F. 2d 955, 956-957 (1961). ... Helpful insights,
however, need not become rigid and mandatory formulas; and when it is so applied, the TSM test is
incompatible with our precedents.” KSR, 550 US, at [14-5].
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81 «In determining whether the subject matter of a patent claim is obvious, neither the particular motivation nor
the avowed purpose of the patentee controls. What matters is the objective reach of the claim. If the claim
extends to what is obvious, it is invlaid under 8103.” KSR, 550 US, at [16].

8 «One of the ways in which a patent’s subject matter can be proved obvious is by noting that there existed at
the time of invention a known problem for which there was an obvious solution encompassed by the patent’s
claims. [] The first error fo the Court of Appeals in this case was to foreclose this reasoning by holding that
courts and patent examiners should look only to the problem the patentee was trying to solve. ... The question
is not whether the combination was obvious to the patentee but whether the combination was obvious to a
person with ordinary sill in the art. Under the correct analysis, any need or problem known in the field of
endeavor at the time of invention and addressed by the patent can provide a reason for combining the elements
in the manner claimed.” KSR, 550 US, at [16].

8 «Common sense teaches, however, that familiar items may have obvious uses beyond their primary purposes,
and in many cases a person of ordinary sill will be able to fit the teachings of multiple patents together like
pieces of a puzzle. ... The idea that a designer hoping to make an adjustable electronic pedal would ignore
Asano because Asano was designed to solve the constant ratio problem makes little sense. A person of ordinary

skill is al
84 “The S
proved o

so a person of ordinary creativity, not an automaton.” KSR, 550 US, at [16-7].
ame constricted analysis led the Court of Appeals to conclude, in error, that a patent claim cannot be
bvious merely by showing that the combination of elements was ‘obvious to try.” Where there is a

design need or market pressure to solve a problem and there are a finte number of identified, predictable
solutions, a person of ordinary skill has good reason to purse the known options within his or her technical grasp.
If this leads to the anticipated success, it is likely the product not of innovation but of ordinary skill and common
sense.” KSR, 550 US, at 421.

8 «A fac

tfinder should be aware, of course, of the distortion caused by hindsight bias and must be cautious of

arguments reliant upon ex post reasoning. ... Rigid preventative rule that deny factfinders recourse to common
sense, however, are neither necessary under our case law nor consistent with it.” KSR, 550 US, at [17].
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viii. Takeda v. Alphapharm (2007)

AP A

Takeda Al Actos 2H= EFY 2 B W S X 5.8F= Al 921999 W A o)
=A18FSTh Actos o] &8 A2 TZD 2h 818HE9] 3+ 2 3&(compound) !
pioglitazone ©] ™ Takeda A} ©] ol ] gk E'Eﬂ(ul £-35 4,687, 777)E 1987 W o]
SEoAT 777 55 = Yol 1985.1.19. =W 55 ¢} F U g dhg o)
Takeda A= 1970 -8 TZD o] thg A4-E 3kar, TZD ol th g 53] (7] 53 4,
287,200)< 1981 1 55313l Tt} 200 5351+ ploglitazone 2 “compound b”S 3 3}3}o]
49170 €] TZD compound & 3 &8} T},

Takeda A} <200 53] ol A =711 ¢ 7}” 3k compound = compound b £ 33}t
54 7] 2] compound & A| Z=3FSthal A 551 a2, 5= ol 53] 4 o] compound b &
32318k 9 71 9] compound & A A5 & A=kt B8 200 53 9] EUA 9
AAH ZUM S 1983.3.15. Al =310] 1984.4.24. 5= 53] (1] 53] 4, 444,
779)°l 41 = compound b & ¢ 4 stAA], 212} F-AFgF compound 7} 53] 5 2.3k thaL

:L—:]_oj E]F 87

Compound b = ‘777 53l 4] & | Y 3t pioglitazone 3} A3t 3}8t&E2 =2

pioglitazone 2] ¥1%:2] pyridyl ring & 5 H & $] %] ] ol Z (ethyl)©] &< 2] 3L, compound
+= pioglitazone ¥} & A &k s}t & 7FA AL 9l o1, © pyridyl ring ©] 6 HA 91 2] o]

#l &l (methyl)©] o] A= xFolvhel At

Takeda = Actos ¢} pioglitazone & 3~ &3+ f-AF A &F &S Hul| 5} #) 8=
Alphapharm A& At = 777 53] A3l &5< Al 718k k. Alphapharm A=
compound b ¢} pioglitazone ] 3} 8+ 27} v $- -F-AFSHH, ©<=3] pyridyl ring 2] ol 2
TAHE vWlE AR WA S}, ring of] 2 X wF o2 818k o] frALg 88k

k

rlr

8 <«\We note that the Court of Appeals has since elaborated a broader conception of the TSM test than was
applied in the instant matter. See, e.g., DyStar Textilfarben GmbH & Co. Deutschland KG v. C.H. Patrick Co.,
464 F.3d 1356, 1367 (2006) (“‘Our suggestion test is in actuality quite flexible and not only permits, but requires,
consideration of common knowledge and common sense”) .... Those decisions, of course, are not now before
us and do not correct the errors of law made by the Court of Appeals in this case.” KSR, 550 US, at 421-2.

8 «“The court also considered Takeda’s ‘779 patent. That patent covers a subset of compounds originally
included in the ‘200 patent application, namely TZD compounds ‘where the pyridyl or thiazolyl groups may be
substituted.” The broadest claim of <779 patent covers over one million compounds. Compound b was
specifically claimed in claim 4 of the patent. The court noted that a preliminary amendment in the prosecution
history of the patent contained a statement that ‘compounds in which these heterocyclic rings are substituted
have become important, especially compound b.”” Takeda, 492 F.3d, at [12-13].
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A& 58 T2l dvhal AF3k3 55 A4 8HH, PHOSITA 7} compound b &
ANZL Q] 2 Gy A kg io] oo Lalalx] LS Flo|gta Fehsl o]
RS 173k
3} 241 -8 compound b ¢} pioglitzaone ] §-AF3F 3} 8- 2= Q1 A &1 o}

14 A4S gt QA o] RFalth= 12} BS 617] YAl = FAS 2

| prior art o] f-A}gF T2 9] tFE compound = A 7-8 77} & @ 8fv)a &4 0E e
o] & A f-A}at A vk thE compound = 7 E&17] €184+ prior art o] Lol T 3+ & 7] 7}
Zasitia g Faygde FFS KSR UE A A0 45E Fm gu® %
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iX. Inre Kubin (2009)
Kubin ] £} &% 2 2} 2007.7.3. 54 @3 22 encoding 3= 217+2] #-7 ZH(gene)
B ajol o9 5515 505191 ThE Kubin 419] F Aol 4 A4 5 54w A(NAIL
polypeptide)-> &= <ol A Ak o] FoFolrt vlol e 25 34 8F+= Al 3 (NK A 3E) 9

8 Pioglitzone #}A| 7} <200 £3 o] E 3% 7] w0, <200 £3]7} 5 ié} 1:} 1, wkek 4] 3 27}
pioglitzone .2 A ¢F&-S AAkelGlthdA 200 53 & W3S A o] =tl, pioglitzone ©I|
777 5518 A2 558 AN =& oA H

8 «In addition to structural similarity between the compounds, a prima facie case of obviousness also requires a
showing of ‘adequate support in the prior art for the change in structure. ... We elaborated on this requirement
in the case of In re Deuel, 51 F.3d 1552, 1558 (Fed. Cir. 1995), where we stated that ‘normally a prima facie
case of obviousness is based upon structural similarity, i.e., an established structural relationship between a prior
art compound and the claimed compound.” This is so because close or established ‘structural relationships may
provide the requisite motivation or suggestion to modify known compounds to obtain new compounds. ... We
clarified, however, that in order to find a prima facie case of unpatentability in such instances, a showing that
the ‘prior art would have suggested making the specific molecular modifications necessary to achieve the
claimed invention’ was also required.” Takeda, 492 F.3d, at [9].

% «Fed Cir relied on a pre-KSR case, In re Deuel, 51 F.3d 1552 (Fed Cir 1995), which held that “the prior art
would have suggested making the specific molecular modifications necessary to achieve the claimed invention”
in its analysis, seemingly “requri[ng] a level of T/S/M far more specific than that espoused in KSR, where the
Supreme Court instructed that ‘the analysis need not seek out precise teachings directed to the specific subject
matter of the challenged claim.’” Janice M. Mueller, “Chemicals, Combinations, and ‘Common Sense’: How the
Supreme Court’s KSR Decision is Changing Federal Circuit Obviousness Determinations in Pharmaceutical and
Biotechnology Cases,” at 20, Prepared for Northern Kentucky Law Review Symposium (Feb 16, 2008).
Lt ol e 4 et Grhar v ghg v % skl vk ¥ a1e] 3= compound b <}
Eg}q}x}o] pioglitzone = g]raﬂ— —'T_LZZ-1 or = 5(]_ ]7} Oi ) Uﬂ 0474101] §]_6]— ;Lz;@ oxg = x}o]7} A=
=259 property 7} B 28 th= Ao A1 A A4 o= de] el A 9lle™, compound b = 71 €]

53] €] prior art 53] A o]n] G A7 °ﬂ TI7F dvkar 0 E 3p8HE A oo A, A H 9 ¢

Aol 2 E ¢l thar v s} 7] = shr}, Takeda & Pfizer are 2 extreme cases wrong on their facts. Janice M.
Mueller, “Chemicals, Combinations, and ‘Common Sense’: How the Supreme Court’s KSR Decision is
Changing Federal Circuit Obviousness Determinations in Pharmaceutical and Biotechnology Cases,” Prepared
for Northern Kentucky Law Review Symposium (Feb 16, 2008).

% U.S. Patent Application Serial No. 09/667,859, App. No. 11/824,835, “NK cell activation inducing ligand
(NAIL) DNA and polypeptides, and use thereof,” inventors, Marek Z. Kubin & Raymon G. Goodwin, filed
7/3/2007, published 4/3/2008.
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FAsHA A =8t S HH-E 58] thido] ol kil & o] 4, In re Deuel 34 9 9]
7 Aol 2 F eles Ak, s A= 27P7<1 &S Askglth (1)
A& A 3L o Fo] 7hs gk Al ghE eAfo] A =W S o] sl A 99 (2) 7 A Q-
71E L VEES 25Y VU E A&t d5d AdE @At d-ehal
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% In re Kubin, 561 F.3d. 1351, 1352-3 (Fed. Cir., Apr 3, 2009).

* In re Kubin, 561 F. 3d., at 1354-5.

% «In such circumstances, where a defendant merely throws metaphorical darts at a board filled with
combinatorial prior art possibilities, court should not succumb to hindsight claims of obviousness. The inverse
of this proposition is succinctly encapsulated by the Supreme Court’s statement in KSR that where a skilled
artisan merely pursues ‘knonw options’ from a ‘finate number of identified, predictable solutions,” obviousness
under §103 arises. [T] The second class of O’Farrell’s impermissible ‘obvious to try’ solutions occurs where
‘what was “obvious to try” was to explore a new technology or general approach that seemed to be a promising
field of experimentation, where the prior art gave only general guidance as to the particular form of the claimed
invention or how to achieve it.” Again, KSR affirmed the logical inverse of this statement by stating that §103
bars patentability unless ‘the improvement is more than the predictable use of prior art elements according to
their established function.”” Inre Kubin, 561 F.3d., at 1359-60.

% «This court also declines to cabin KSR to the ‘predictable arts’ (as opposed to the ‘unpredictable art’ of
biotechnology).” In re Kubin, 561 F. 3d., at 1360.
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X. Perfect Web Technologies, Inc. v. InfoUSA, Inc., (2009)
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°7 «[T]he Supreme Court observed that common sense can be a source of reasons to combine or modify prior art
references to achieve the patented invention. ... While the Court warned against ‘the distortion caused by
hindsight bias and ... ex post reasoning,’ it also noted: ‘Common sense teaches ... that familiar items may have
obvious uses beyond their primary purposes, and in many cases a person of ordinary skill will be able to fit the
teachings of multiple patents together like pieces of a puzzle.”” [citing KSR, 550 U.S. 421] Perfect Web
Technologies, Inc. v. InfoUSA, Inc., 587 F.3d 1324, 1328 (Fed. Cir., Dec 2, 2009) “Common sense has long
been recognized to inform the analysis of obviousness if explained with sufficient reasoning. Our predecessor
court stated in In re Bozek, an appeal from the Board of Patent Appelas and Interferences, that it was proper for
a patent examiner to rely on ‘common knowledge and common sense of the person of ordinary skill in the art
without any specific hint or suggestion in a particular reference.” 57 C.C.P.A. 713, 416 F.2d 1385, 1390 (1969)
(quotation marks omitted). We later clarified that an examiner may not invoke ‘good common sense’ to reject a
patent application without some factual foundation, where ‘basic knowledge and common sense was not based
on any evidence in the record.” In Zurko, 258 F.3d 1379, 1383, 1385 (Fed Cir 2001). We explained that when
the PTO rejects a patent for obviousness, it ‘must no only assure that the requisite findings are made, based on
evidence of record, but must also explain the reasoning by which the finds are deemed to support the agency’s
conclusion.’ In re Lee, 277 F.3d 1338, 1344 (Fed Cir 2002). ... More recently, we explained that that use of
common sense does not require a ‘specific hint or suggestion in a particular reference,” only a reasoned
explanation that avoids conclusory generalizations.” Perfect Web, 587 F.3d, at 1329. [citing DyStar Textilfarben
GmbH v. C.H. Patrick Co, 464 F3d 1356 (Fed Cir 2006).] “We therefore hold that while an analysis of
obviousness always depends on evidence that supports the required Graham factual findings, it also may include
recourse to logic, judgment, and common sense available to the person of ordinary skill that do not necessarily
require explication in any reference or expert opinion.” Perfect Web, 587 F.3d, at 1329. “[T]to facilitate review,
this analysis should be made explicit.” [KSR 418] (citing Kahn, 441 F.3d at 988 (‘[R]ejections on obviousness
grounds cannot be sustained by mere conclusory statements; instead, there must be some articulated reasoning
with some rational underpinning to support the legal conclusion of obviousness.”))” Perfect Web, 587 F.3d, at
1330.
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1 AR YL OXQ 9 oA @S 712F8HH A Circuit Check 53] 2] R H Ao
H-Fato] Ko7+ 3}1% Circuit Check ©] 53515 AAI AFY FAA A &
secondard factor & A& 2ol 538t 559 MBS dFeH ATt TR
ol A s}o] E-QF A %ol A Circuit Check ol Al 123+ 95 73] & A|-&3}
2, Y2 QXQ7E HH 53] 9] xlr A o] H}‘O}Oi HIth= 1%
SR, S A A F-Zoll 3 prima facie 228 A= 344
2FEEHA] kol & 7] o] R u o], A 53] 1R EA] o

%)=t E3] 7,592, 796, 53 7, 695, 766, 53] 7, 749, 566 Il th3+ M &S FA5k% vk 766 53] 2 566
535 796 5319 U G0l o8 53 Eo|th. FEH F9A = 2004.5.18. Al E = AT 796
£-5] 2009.9.22. 555 %31, ‘766 53] 9} ‘566 5 &= 2010.4.13.2} 2010.7.6. 5= = At}

%9 «According to the patent, the invention is a ‘plate with an indicator for discerning among preidentified probe
holes in the plate. The essence of the Plaintiff’s invention is not complex; in fact, by its own admission it is a
‘simple and elegant solution’ to a pre-existing problem in the industry. As Circuit Check explained to the jury,
that problem involved marking the interface plates for circuit board test fixtures in a way that would not require
someone to manually mark the plates at numerous locations, a process that was labor-intensive, subject to
human error, and expensive. The method disclosed involves covering the surface of an interface plate with a
colorant, i.e., paint, that contrasts with the pate’s color and then removing that colorant in the selected areas
around the holes in the plate through which the probes are intended to protrude. ... In other words, the interface
plate is marked by scratching off a surface coat of paint at predetermined locations so that the contrasting color
of the pate itself is visible.”Circuit Check Inc. v. QXQ Inc., Decision and Order Granting Judgment as a Matter
of Law, at 1-2, Case no. 12-C-1211, (E.D. Wis., Oct 21, 2014).

29



TofE A9 B g0 R AYEH AT s e 1A Bek 2
oA FEH e S ST MAAe B S5 o] AuA o] FH5H erom,

QXQ A Fo] B 53 &
Circuit Check E& ﬂ FIR=1
Hj Al gl o] AeS Aol B E5 S F a3} dtojof althar el 2435

WA ol v} Sof 1kl 5

o 2
o
s
mm
£
{0
Z
2

a

A

Apet b 4> (desert varmsh)g AX A B& A}ﬁo}oq awqqm 13174{1

A2 A ulY 4 9] o] T A4S w02 RS IRt AN, 5
(milling machine) & AF-&-3t= 8o 5ol 71 MAE I” L 7 E&
FHE A FE57] A9l 28 S gAY rtaE e AR T 5 2
|2 $AE PHOSITA 7F Q1A &1L L A& prior art = 1A 3FATE HYALS
19] DyStar el & FarshE A ol gt priorart 71 A4 R e 1A 5,

7)%: 3} A3 F-ok9] prior art 2}7] B.th= A4 A H 2 PHOSITA 7} #+&
AgkE PAESAAM A4 AE 7)Eol g a wka gk
1AL Famdo] ¥ 557w 21K o] of o] HE I o 42 o

1o o o Ok
fUHT

m oM e Jo RN

zg f
&9 [UO

r*O

r 0T \

2R b @ Al do ML ofl ot N
~
oH

o p ot

Ly
:OéI

ek ESAE &8k = AR, 2] ¢ prior art 7} 01 w B 7]zl R A o]
FHetrhs FeS 5 s ol i A A ]l A e 8.l /lvkal A skaL
w70 A, =l A S v sk S %‘%%\ 1 UV‘ F7re A, 71
G A §EH ] 7|E AR vt E adr) S ok 2 714 el
f1°1, PHOSITA 7} A& 5 Qliz 82 7He B2 AL Z1 27k o, 2 559
71Eg Aldhs Zlo] B el bl gl ek

1007 4 W 91e] A7} K B A o] =3} c}= prima facie 710l 3} summary judgment S &2 2 0. &
e ar secondary factor o] thak A4k v Do A BHs == 3l oW A rH Ao e Fs
RS T Ak wAd Y] IR A ks AHE AT A7 S8 A= @i“&%v‘q i

[o

7]5=0] OM 2}, Circuit Check ] 785 174 & whl ?7% 7} 9191%X] of thgh A3 5kl slojtt,

101 «As our precedents make clear ... the analysis need not seek out precise teachings directed to the specific
subject matter of the challenged claim, for a court can take account of the inferences and creative steps that a
person of ordinary skill in the art would apply.” [citing KSR, at 418], Circuit Check, at 4, Case no. 12-C-1211
(E.D .Wis.)

192 «primitive pictures (petroglyphs) were made by our ancestors by using rudimentary chisels to remove the
dark ‘desert varnish’ that coated large stones, revealing a lighter color underneath. ... Prussian blue, which is
also known as machinist’s blue or marking blue. The dye is commonly used in metalworking to stain a metal
object, after which the surface coating can be scratched off with a sharp instrument to reveal markings that
contrast with the blue stain. In fact, the named inventor testified that he was very familiar with Prussian blue.”
Circuit Check, at 3, Case no. 12-C-1211 (E.D .Wis.). QxQ’s “argument is founded on what might be called a
more ‘common sense’ and generalized belief that it would have been apparent to almost anyone that coating an
alignment pate and then removing the coating would have been useful and viable method of marking that plate.”
[4] “QxQ’s appleal to common sense is not out of place. As the Federal Circuit has noted, the obviousness
inquiry ‘not only permits, but requires, consideration of common knowledge and common sense.” [citing DyStar
Textilfarben GmbH & Co. v. C.H. Patrick Co., 464 F.3d 1356, 1367 (Fed Cir 2006)] Circuit Check, at 4, Case
no. 12-C-1211 (E.D .Wis.).

103 «“Thus, we have required that obviousness findings grounded in ‘common sense’ must contain explicit and
clear reasoning providing some rational underpinning why common sense compels a finding of obviousness.”
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[citing Plantronics Inv. V. Aliph, Inc., 724 F.3d 1343, 1354 (Fed Cir 2013)] “Put another way, there are two
obvious ways to mark something: to add material (e.g., paint), or to remove material, particularly after adding a
coating with a contrasting color. Someone with ordinary skill would be able to pick from either of these
obvious methods of marking an alignment plate, and the use of the markings-by-removal method does not lead
to any unexpected results.” Circuit Check, at 5-6, Case no. 12-C-1211 (E.D .Wis.).

104 “Here, by contrast, the use of a given type of paint is not even mentioned in the claims, nor in the prior art.
Instead, the patent merely discloses ‘indicia’ or ‘colorant” of different color being ‘removed from areas of said
plate adjacent of each of said predetermined holes.” Thus, even if the prior art taught away from the use of paint,
Plaintiff points to nothing in the prior art that would teach away from use of ‘colorant,” which is the idea
disclosed in the claims themselves.” Circuit Check, at 5, Case no. 12-C-1211 (E.D .Wis.).

105 «To be considered within the prior art for purposes of the obviousness analysis, a reference must be
analogous. Whether a reference is analogous is a question of fact. Prior art is analogous if it is from the same
field of endeavor or if it is reasonably pertinent to the particular problem the inventor is trying to solve. ... The
disputed prior art — rock carvings, engraved signage, and Prussian Blue — is not part of the field of circuit board
testers and test figures.” Circuit Check Inc. v. QXQ Inc., at 6, 2015-1155 (Fed. Cir. Jul 28, 2015).

1069 Ao 7 HiEr o] GAIRES olsle] Has 273%] 21t}. Final Judgment, Case No. 12-C-1211
(E.D. Wis., Oct 5, 2015).
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107 «By invoking ambiguous, non-statutory terms and circular statements, the Supreme Court’s KSR decision

injected greater uncertainty into an already complicated analysis.” Janice M. Mueller, “Chemicals,
Combinations, and ‘Common Sense’: How the Supreme Court’s KSR Decision is Changing Federal Circuit
Obviousness Determinations in Pharmaceutical and Biotechnology Cases,” Prepared for Northern Kentucky
Law Review Symposium, at 1 (Feb 16, 2008)
1% The Supreme Court “has recognized that the use of standards, rather than rules, provide the flexibility
necessary to assess patentability.” But Fed Court has turned to rules, to the detriment of patentability test.
Brenda M. Simon, “Rules, Standards, and the Reality of Obviousness,” 65 Case Westn Res. L. R. 25, at 27
(2014). See also Rules v. standards, John F. Duffy, “Rules and Standards on the Forefront of Patentability,” 51
William & Mary L.R. 609 (2009).
109 «“While KSR has only tweaked chemical patent inquiries, its effect on mechanical patent validity has been
substantial.” Katherine M. L. Hayes, “Three Years Post-KSR: A Practitioner’s Guide to ‘Winning’ Arguments
on obviousness and a Look at what May Lay Ahead,” 9 Nw. J. Tech. & Intell. Prop. 243 at 244 (Fall 2010)
MO 7} o] GAAES & 31 AL panel o Aol o9& A7|EH Al AEE 23T 5 g,
NHAEES 7222 panel o] o} #& M Yo BE (active §F) FALEo] YAES AS 234 4 9,
Helo] o] & F4lstH, 3ol ofd BE HAMF A S 55 5% Ut Rule 35, Federal Rules of
Appellate Procedure (Dec. 1, 2015).
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Y2 1 re Kahn, 441 F. 3d 988-989.
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13 Robert Purvy, “Software obviousness: the Disconnect Between Engineers and the Patent System,” Feb. 17,
2014. (available at http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2399580.)
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MCM Port v. HP |
Affirmed Board's finding of obv
prior art disclosed all elements re flash drives w/ & w/o
error checking controller on board

Circuit Check v QXQ |

Reversed Dist Ct's finding of obv
Dist Ct's common knowledge reaching back to rock carving
was rejected - but Dist Ct found prima facie case of obv
but let jury decide, and Fed Cir may have looked at a
difference case here
Cheese Systems
Affirmed Dist Ct's finding of non-obv
In cheese making vats, found it non-obv that counter-
rotating paddles should have cutting edge and stirring
edge placed on opposite ends
In re Antor Media Corp
Affirmed Board's finding of obv
Only difference b/w app & prior art is claim of high speed
network and prior art's ISDN & LAN, found no significnat
difference
Mintz v Dietz
Reversed Dist Ct's finding of obv
Dist Ct erred in defining the art & did not describe/reason
common sense in finding obv the particular netting design
to wrap meat
Geo M Martin v Alliance
Affirmed Dist Ct's finding of non-obv after hung jury
Prior art with same elements but with the working
member at bottom rather than at top to be non-signficant
difference
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Perfect Web Tech v InfoUSA
Affirmed Dis Ct's summary judgment on obv
Expressly endorsed Dystar that TSM may be found
explicitly orimplicitly, and here itis common sense to
keep on trying additional mailings until the required
number of valid id is achieved

In re Kubin
Affirmed Bord's finding of obv
Obvious to try coupled with reasonable expectation of
success made Board's finding reasonable

Takeda v. Alphapharm
Affirmed Dist Ct's finding of non-obv
No motivation to use compound (b) as lead compound
and no motivation for ring walking that would have been
necessary to get to compound in suit

Alza Corp. v. Mylan Lab
Affirmed Dist Ct's finding of obviousness Included general
knowledge as prior art without express written evidence -
based on expert's testimony

Dystar Textilfarben v. Patrick
Reversed Dist Ct's denial of JMOL after jury found non-obv
TSM was to prevent hindsight, but is flexible; recognized
implicit motivation without reference

In re Kahn
Affirmed Board's finding of obv.
Without record, assume hindsight but here the Board
provided careful explanation on the motivation

Teleflex v KSR
Reversed Dist Ct's fidning of obv.
Patent in suit solved different problem than prior art; dist
ct did not find prima facie case of obv

Inre Lee
Reversing Board's finding of obv.
Requring Board provide documentation for the source of
common knowledge

Finding Non-Obviousness
Finding Obviousness
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